REMARKS 

Applicants respectfully request reconsideration of this application as amended. 

As a preliminary matter, in the Office Action mailed November 30, 2004, the 
Office Action states that a priority claim was not included in the specification filed 
May 9, 2001. The priority claim was included in the Preliminary Amendment that 
was filed with the specification on May 9, 2001, a copy is attached along with the 
PTO return stamped postcard acknowledging receipt of the Preliminary 
Amendment. 

Office Action Rejections Summary 

Claims 33-43 have been rejected under 35 U.S.C. §1 12, first paragraph. 
Claims 22 and 34-43 have been objected to for informalities. 
Claims 1 1-32 have been allowed. 

Status of Claims 

Claims 1 1-43 are pending in the application. Claims 22 and 34-43 have been 
amended to provide for proper antecedent basis. The amended claims are supported by 
the specification. No claims have been added. No new matter has been added. No 
claims have been canceled. Claims 1 1-32 have been allowed. Therefore, the following 
comments are directed to the objected and rejected claims. 

Claim Objections and Rejections 

Claims 22 and 34-43 have been objected to for informalities. It is submitted that 
the amendments to the claims overcomes the objections. 

Claims 33-43 have been rejected under 35 U.S.C. §112, first paragraph, as failing 
to comply with the written description requirement. It is submitted that the claims 33-34 
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comply with the written description requirement of 35 U.S.C. §112, first paragraph. In 
particular, the specification states: 

The invention provides a method and system for providing unique ATM End 
System Addresses . . . (Specification, page 3, lines 15-16) 

Those skilled in the art would recognize after perusal of this application that 
embodiments of the invention can be implemented using general purpose 
switching processors or special purposes switching processors or other circuits 
adapted to particular process steps and data structures described herein, and that 
implementation of the process steps and data structures described herein would 
not require undue experimentation or further invention. (Specification, page 4 
lines 16-22) 

Although in a preferred embodiment, a switch is typically a single device, a 
switch may also comprise a plurality of devices comprising a switching system, 
such as a set of one or more physical acting together as a single PNNI network 
management entity. (Specification, page 8, lines 6-9) 

When the device is coupled to an ATM network, the ATM address 100 is 
autoconfigured to the values shown herein. (Specification, page 9, lines 11-12). 

Accordingly, it is submitted that an ATM communications component, a memory 

storage component and an interface are described within in the specification of the 

application in such a way as to reasonably convey to one of skill in the art that the 

inventors, at the time of the application was filed, had possession of the claimed 

invention. As noted above, the detailed description describes that the device contains 

circuitry to implement the process steps described therein and provides some preferred 

embodiments. For example, the specification describes a device that is coupled to an 

ATM network and, accordingly, one of skill in the art would understand that such a 

device contains circuitry to perform a function of communicating on the ATM network 

or, in other words, an ATM communications component. Applicants wish to respectfully 

note that the subject matter of a claim need not be described literally (i.e., using the 

same terms of in haec verba) in order for the disclosure to satisfy the description 

requirement. MPEP 2163.02. Therefore, it is requested that the rejection with respect to 

claims 33-43 be removed. 



Application No.: 09/852,755 



-10- 



Attorney Docket No.: 81862P232D 



Furthermore, should the Examiner continue to challenge the adequacy of the 
written description, it is respectfully submitted that the Examiner has the initial burden of 
presenting by a preponderance of evidence, reasons why a person skilled in the art would 
not recognize in the applicant's disclosure a description of the invention defined by the 
claims. MPEP 2163.04 In re Wertheim, 541 F.2d 257, 263 (CCPA 1976). It is 
respectfully submitted that the Office Action has only provided a conclusionary statement 
regarding the lack of purported support for the claim limitations without providing 
reasons why a person of ordinary skill in the art would not recognize in the applicants' 
disclosure a description of the claim limitations of an ATM communications component, 
a memory storage component, and an interface to implement the methods described 
therein. 

In conclusion, applicants respectfully submit that in view of the arguments and 
amendments set forth herein, the applicable objections and rejections have been 
overcome. 

If the Examiner believes a telephone interview would expedite the prosecution of 
this application, the Examiner is invited to contact Daniel Ovanezian at (408) 720-8300. 
If there are any additional charges, please charge our Deposit Account No. 02- 



2666. 



Respectfully submitted, 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: 




, 2005 




Daniel E. Ovanezian C 
Registration No. 41,236 



12400 Wilshire Boulevard 
Seventh Floor 

Los Angeles, CA 90025-1026 
(408) 720-8300 
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FIRST CLASS CERTIFICATE OF MAILING 



I hereby certify that this correspondence is being deposited with the United States Postal Service as first class mail with 
sufficient postage in an envelope addressed to Commissioner for Patents, PO Box 1450, Alexandria, Virginia 22313- 
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^PRELIMINARY AMENDMENT FOR CONTINUING APPLICATION 
(CONTINUATION, DIVISIONAL, OR CONTINUATION-IN-PART) 



First Named Inventor Ethan Spiegel 



Title FORMAT FOR AUTOMATIC GENERATION OF UNIQUE ATM ADDRESSES USED FOR PNNI 
Attorney Docket No. 



Parent Application: 

First Named Inventor Ethan Spiegel 



Title FORMAT FOR AUTOMATIC GENERATION OF UNIQUE ATM ADDRESSES USED FOR PNNI 
Application No. 08/876.952 Examiner: F. Duono 



Filing Date June 17. 1997 Group Art Unit: 2731 



Applicant(s): If the present patent application is a Continuation, Divisional, or Continuation-ln-Part 
application under 37 CFR § 53(b) of a parent application, then submit this Preliminary Amendment to the 
PTO. Please insert the appropriate claim for priority, listing the entire chain of priority. 

To: Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Please enter the following preliminary amendment for the present patent application. 

IN THE SPECIFICATION : 

At page 1 , line _2 , please insert the following: 

The present patent application is a 

Continuation X Divisional Continuation-in-part (CIP) 

of prior application no. 08/876.952. filed June 17. 1997. entitled FORMAT FOR AUTOMATIC 

GENERATION OF UNIQUE ATM ADDRESSES USED FOR PNNI , 

which is a continuation/ divisional/ CIP of prior application no. , 

which is a continuation/ divisional/ CIP of prior application no. : . - 



Date Signature 



BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP Stephen T. Neal 



12400 Wilshire Blvd. Typed or Printed Name 

Seventh Floor 

Los Angeles, CA 90025-1026 47.815 



(408) 720-8300 Registration No. 
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